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AmlicatioTi Number: iO/723.046 (Peng etaH Art Unit 2811 Amendmnent continued 7 of 18 

By tiie above ameDdmcntSt applicaDls have amended the title to emphasize the novelty of the 
mvendon. 

Also applicants have TewnttcA the claims 1 , 6« and 8 to define the uivention more paiticulaily 
and distinctly so as to overcome the rqjeotions and define ^e invention patentable over fbe pnor 
art 

Applicant withdraws the original claims 9 to 23» &e details is discussed below. 
Applicant adds new claims 24 to 26 for second texture and second epitaxial kiyer emitting 
second wavelength hght, which have be described in the original specification. 

PaRe2oft»ieQA 

Election/restrictions and Response to amendment 

Quote of the OA: - 

**1 . It is not clear exactly which are the claims that are respectively pending and wididrawn. 
For example, it is not appropriate to withdraw originally presented claims (such as claims 9-11) 
and present amended or new claims with the same claim numbers." 

*Tor avoiding unnecessary delay in prosecution of ttie instant application, it is assumed in 
diis office action d)a^ in view of the amendment and election above, q}plicant intended to elect 
claims 1-11. Among dieni, claims 9-11 have been amended. And claims 12-23 are withdrawn from 
fhrther consideration pursuant to 37 CPR1.142 as being drawn to a non-clecced invention, there 
being no allowable generic or linking claim.'* 

'In reply to this office action, applicant is required to confirm and/or clarify, with full list of 
claims along with flieir marked version* which clauns are amended, and vrfiiCh claims are elected 
and which are withdrawn.'* 
]jiteigponsc: 

Applicant accordingly lists all of the claims: claim 1 is cunently amended; claims 2 - 5 are 
the original claims; claim 6 is currently amended; claim 7 is the original claim; claim 8 is currently 
amended; elaims d - 23 are with<lrawn4 claims 24 26 are new claims. 

PageSoftlieOA 

Drawings 

Qnote of the OA: 

**2. The drawings must show every feature of the invention speciiied in the claims, therefore, 
die "shape*" of the recited devicd as recited in claim 6 must be shown or the &atiize(s) canceled 
&Dm ttie claim(s).". 

'^A proposed drawing correction or conected drawings are required in r«ply to the ofSce 
action to avoid abandonment of the appHcatioiL The objection to the drawings will not be held in 
abeyance.** 
Response! 

Applicant has amcaided claim 6 to avoid using ''shape of device", and instead* using "^pe 
of rectangular' for texture . 
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Claim Objection 

Quote of the OA: 

^'S. Claims l-ll are objected to because of the following informalities and/or defects: 

Claim I recites the term of *two surface** buc Ms to clarity what axe die two surfaces. It 
appears that the term of 'one of its two surtaces' should read as ; -^a top surface of the substrate^"." 

Applicant has coirected the term in the cuncndy amended claim 1 as the following: ''a substrate 
wifii texture on the top surface of said substi&te;" 

OuQtBOftheQA: 

**Jn ^ifltm 8, the tenn of 'substrate' should read as: -device--, as the active layer is formed above 

die substrate." 

Response! 

Applicant has coTiected the term in the currently amended claim 8 as ^e following: "The 
semiconductor device of claim 1, wheieui said semiconductor device emits light" 

Quote of the OA: 

•*Claim 9-1 1 recites die subject nrntters that a second texnire formed on a first epitaxial layer that 
already coniprises an active layer, implymg diat dusre are two active layers widi the recited second 
t^ture diere betweeiL It apparently &i1s to reflect what is described in the specitication, in which 
only one acdve layer for forming the recited devices is formed above the substrate.** 
Rcsponige: 

Applicant requests reconsideration and withdrawal of the objection, becattse that applicant did 
desciibc active layers for the recited device. The following is the quotation firom the 
specification of die original patent application for FIG. 7: "FIG 7 shows a cross sectional view of 
epitaxial wafer. First texture comprising weU 33 and wall 32 is etched on the top surface of 
substrate 31. First buffer layo- 71 is grown on the first texture of substrata 31- First epitaxial 
layer 72 comprising first active layer is grown on the top surface of first buller layer 71.** 

^^Sccond texture comprising well 76 and wail 75 is patterned by etching on the top 
surface of first epitaxial layer 72. Second bnfTer layer 73 is grown on the second texture of 
first epitaxial layer 72. Second epitaxial iavcr 74 comprising second active lavcr is grown on 
the top snrDtice of second buffer layer 73. Lights of different wavelength emitted from drat 
epitaxial layer 72 and second epitaxial layer 74 are combined and emitted out of device.'" 

Page 4 of the OA 

Claim Rejeetinna ^ 35 USC #112 

Quote: 

'^lakn 6 is rejected under 35 USC 112, second paragraph, as being indefinite fi» failing to 
particular point out and distincdy claim the subject matter which aj^Hcant regards as the invention. 
Claim 6 recites the subject matter diat the recited wells have the shape of the recited 
semiconductor device, but die disclosure lacks a clear description regarding what is the shape of 
ffie device . And, it is not clear how a wdl that is only a part of the device could have the shape 
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of the wh5te device. " 
Response; 

Prioi to response to this cejection, applicant first explains the manufactunng process of 
semiconductor device. Thexc are basically two steps in inanu&cturing semiconductor devices: 
First step: designing: 

1. designing the shape, size* and structure of the semiconductor device and the wafer 
fabrication process, 

2. designing structure and material system of the epitaxial layer and Aie epitaxial growth 
process. 

3. choosing the growth substrate. 
Second step: manufacturing: 

1 . preparing the gtowifa substrate, in fbc presmt invention, ilirther inchiding forming texture 
on the top surface of the substrate. 

2. growing the epitaxial layer on the substrate* in the present invention, die epitaxial layer is 
grown on the top of the texture. 

3. wafer fabrication processing the substrate with the epitaxial layer on it and then cut tiie 
substrate into semiconductor devices with pre-detennined shape and size. 

One of ordinary skill in &e art knows that the shape of semiconductor device is designed prior 
to grow the epitaxial layer. When texturing a substrate, the shape of the wells of tibe texoire may 
have eiAer the same shape as that of a predesigned semiconductor device or different shapes. 
Thus a well that is only a part of the device may have the shape of the whole device, for example, 
for a square semiconductor device, din well may have the shape of square, for a rectangular shape 
semiconductor device, ftie well msy have die shape of rectangular* On lh& other hand, the texture 
may not have the same shape as that of semiconductor device, for example, Wada in US 679741 6 
disclose a circular shaped texture^ Asai in US 64265 1 9 disclose a stdp shaped texture. 

The exact shape of semiconductor device is irrelevant to the present invention, since the 
present invention is about texturing a substrate and an epitaxial layer. Semiconductor devices may 
have any shape without having effect on texturing the substrate. Claim 6 of the applicant's patmt 
apphcation States that whatever shapes a semiconductar device has* the texture may have the same 
shape. 

A dally life example is the following: makmg flower pattern on a wooden board (dds step is 
equivalent to texturing wells on a substrate, flower corresponds to weU), flowers may be very big 
or very small, glue a white paper onto ihe wooden board (this step is equivalent to grown buffer 
and epitaxial layers on the substmte). Ihen drawing squares on the white p^er (each square 
conesponds to a semiconductor device). Then cut the wooden board alcmg die lines of the square 
of the white paper to get individual square wooden board (this step is equivalent to didng the 
substrate into semiconductor devices). Hie size of flower on the wooden board may be larger than, 
equal to, or smaller than the square on the white paper. If replacing die flower panem with a 
square panenv then ih& square on the wooden board may be larger dian, equal to, or smaller than 
the square on (he white paper. Altiiough square pattern is part of wooden board, &c square on the 
white paper may be larger than, equal to, or smaller than file square on the wooden boaitL The 
flower/square pattern on the wooden board is irrelevant widi the square on the white paper. 
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Applicant requests teconsideratioii and wididii^wal of fhe rejection^ because of tiie fbllowing 
reasons. 

Applicant ainends tbc claim 6 so that "said wells having a shape of rectangular'\ 
Actually applicant has disclosed a rectangular shaped _weil as embodiments. AMiough 
applicant did not use the word '"rectangular", die VIG3 does show a rectangular shaped well and 
the specification d oes describe the width and length of the weU. The width and length are 
associated wiA rectangular shape. See die followizig quotation of die applicant's patent 
application: 

"PIQ 3a is a cross sectional view of a preferred embo Himrtnt nf t he present in vention. Texting 
comDrisine wtll 33 and wall 32 is patterned bv etching on the ton surface of subst rate 31 . Well 33 
riTir^ wf^ti ^ are separated bv wall 32. The denth of well 33 is in the ranee of nanonigters to 
miCTQiDcters or thicker. The width and length nf well 33 mav be the sanw as device." 

'TIG 3b is a top view of substrate 31 with patterns of well 33 and wall 32 on the top surface. 
Note the foUowings: (1) the shape of well is not limited to square and may be different, such as 
circle; (2} The width and lenrth of well 33 mav be different from that of device, even much 
smaller than that of device;^' 

A teyture is fnrnied on either a substrate or a GaN layer at wafer level and a 2 inch 
diameter substrate contnins total of over 14X00 of semiconductor devices of dimension 0.3 x 
0272 mm. After wafer process, the substrate wid^ the epitaxial layer on it will be cut into 
individual semiconductor devices. One of ordhiary skill in the art knows that the size of texture 
mav bo larger than% equal to% or smaller than that of semiconductor device. 

Hie semiconductor devices may have different shapes, for exon^le square and rectangular 
shapes, depending on the manufacoirlng companies and product specifications. The present 
invention is devoted to fhe texture and texturing process and, thus, is applicable to all of different 
shapes^ ahhough» in the FIGs. of the patent application, applicant draws a rectangular shaped 
texture. Therefore applicant states that the well have the shape of semiconductor device without 
particularly stating tiie shape of the well. 

Pago S of the OA 

aaim Rciections - 35 USC #102 

Quote of the OA; 

'*6 Qaim 1-11, insofisi as being in compliance with 35 USC 112 and as being best understood in 
view of the claim objections above, are rejected under 35 USC 102(e) as beii^ antictpated by 
Wada et al (Wada, US 6,797.416)," 

'*Wada discloses a Kgbt emitting semiconductor device (FlGs. 1-7, especially FIGs IB and 7; 
also see coL 2, lines 41-52), comprising: a first and a second textured layers 3 and 5 on a 
substrate Is a buffer iav^* 2: and oiltaxlal layer/active laver 19-24 formed on the textured 
layer w herein die textures in fbc textured layer con^rises well 3b with waBs therebetween, 
even having a dimension and a dq)th in microns". 

''Rfigaiding claim 6, it is noted that, inaofir as being in compliance widi 35 USC 1 12, the 



PA(£11/19'RCVDAT3/18i20()56:34:40PM[Eastem Standi 



HAR-18-2005 FRI 03:42 PM CHIRON CORP 



FAX NO. 5109233360 



P. 12 



Application Nufflbftr: 10^23.046 (Peng et Art Uiiit 2811 Amendment contmued 11 of 18 

wells in Wada becomes a part f the device's cross-section sh^e." 
Response: 

Applicant requests recoostderation and withdrawal of the rejection, because the cuirent 
amended claims 1 , 6, aod 8, the original claims 2 to 5, and 7, and the new claims 24 to 26 distinguish 
over Wada's invention under 35 USC 102(e) fior the fbliowmg reasons. 

(1) The novel fihysical st^cturc of the semiconductor device of the amended claims L 6> and 8> 
the original clarnis 2 to 5 and 7. and the new claims 24, 2S. and 26 of the present patent 
application distioguishes over \^a*s patent. 

(2) These novel phvsicai structures of the amended claims 1, 6, and 8. the or igirtfll clai ms 2 to 5 
and 7. and the new claims 24> 25, and 26 of the present patent application produce new and 
un<|xpeqtcd ?ff suits h^ce m mijobvipus and patentable over Wada*5 patent 

These 2 points will be discussed in detail below. 

The Inferences and Differences of the present patent application thereover. 

Prior to discuss tbe claims and die above 2 points, applicant will first discuss the 
Wada*s patent and the general novelty of the present patent application and its unobviousness 
over Wada's patent 

Therii are soycral criterions to distinguish semiconductor devices with textures: 
(1 )the physical structure; 

(2) how many active layers a semiconductor device has,; 

(3) in what sequence the texture, die buffbr layer and the epitaxial layer grow* 

The present patent application is classified in a crowded art> therefore even a gmalLstep 
forwiard shouLd_be reaarded as significant, espcciallv a novel physical .structure deCnitelv 
distinguishaa over nrtor art 

Wada et al disclose, in the cited prior patent 6,797,416, a semiconductor device comprising the 
following tey characteristics eiementx : 
(a)A semiconductor device comprisin g a buffer laver 2 fWada calls It the GaN buffer laver 2^ 
prows on base substrate 1. The first GaN layer 3 is grown on the upper surfece of GaN buffer layer 
2, Th e texture fWadacalb it the pift is formed on the upper surface of the first GaN layer 3, as 
shown below: 

Epitaxial layen active laver 

GaN buffer layer 7 

Second GaN layer 5 with pits 

First GaiN layer 3 with pits 

GaN Buffer ]a/er2 

Base sulntrate 1 

FIQ 1 d of Wada*s patent 
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The following are quotations from Wada*s patent: "As illustrated in FIQ ID, the substrate for 
use in a semiconductor element^ in the first erabodimeni of the present invention, comprises a base 
substrate 1, a GaN buffer layer 2 formed on the base substrate 1, a first GaN layer 3 being 
formed on the GaN buffer laverZ and having a plurality of pits 3b at its upper surfa ce, and a 
isecond GaN layer 5 fomiGd by growing a GaN ciystal over the first GaN layer 3 until the upper 
fiur&ce of the second GaN layer 5 becomes flattened** 

"First, as illusUcited in FIG Ifi, a GaN buffer layer 2 Is formed on a mOOn face of a 
sapphii^ substrate 1 (as the base substrate) at a temperature of 5Q0 decree C " 

"Then a first GaN layer 3 h aving ^lickness of about 2 um is formed o n the GaN buffer 
layer 2 at a tempeiatuxe of 1050." 

**Next, as illustrated in FIQ lb, a Si02 lavcr 4 having a diickness of 0.5 um is formed on 
tjie first GaN laver 3 b v plasma CVD using SiB4 gas and N20 gas, and a resist fihn in which a 
phirality of openings arc patterned by photolithography is formed on die Si02 layer 4, where 
each of tbc plurality of openings Imving a round shape with a diameter of 2 um are 
arranged... .Subsequently, the Si02 fihn 4 is etched by RIE dry etching using CHF3/02 gas as an 
etchant and the above resist pattern as a mask, and the resist pattern is removed by the 02 plasma 
ashing technique. Thus the Si02 fihn 4 becomes a pattern liaving a plurality of round opening 4a/* 

'"Thereafter, as illustrated in FIQ Ic, a plurality of portions of the first GaN layer 3 
exposed through the plurality of opening 4a of the &i02 f ilm 4 are etched to a depth of 1 um 
by die ECR(elec1ion cyclotron resonance) etching using C12 gas as an etchant and the Si02 fihn 
as a tnask, and then the Si02 fihn 4 is removed with hydrofluoric acid- Thus a plurality of pits 
3h each has a cylindrical shape with a diameter of 2 um and depth of 1 um are formed^" 

^Turther, as Elustrated in FIG Id. a crystal of a second GaN laver 5 is grown over the first 
GaN lavor at a growth temp 1080 degree C by MOVPE, so that the upper portion of each of the 
plurality of pits 3b is closed by lateral growth and the upper surface of the second GaN layer 5 
becomes flattened. Since the growth tenip is reladvely high (1080 C), die growth speed in the 
lateral directions are greater than the growth speed in die vertical direction. Therefore the second 
GaN layer 5 grows so as to fUl the plurality of pits 3b in the fu-st GaN layer 3." 

* lt IS possible to form a plurality of pits Sb at the upper surface of the second GaN layer 
S_(as illuattated in FIG 2a), and grow a third GaN layer 7 over the second GaN laver 5 until the 
upper surface of the ttuid GaN layer 7 becomes flattened (FlGL2b).'* 

To show clearly die distinctions between Wada and applicant, comparing with FIG 7 of the 
applicant's patent application, shown as below: 
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second epitaxial layer 74 
(second active lavert 

second bufifer layer 73 — 

first epitaxial layer 72 
(including first active laver^ 



first buffer layer 7 1 



X 



second vrali 75 second well 76 




first wall 32 first well 33 



base substrate 31 



FIQ 7 of the applicant's patent application 

Now discuss the above 2 points and what novel features applicant discloses and claims: 

(1) The novci physical stnicture of the semiconductor device of the amended claims 1. 6^ 

and 8. die origjnal claims 2 to 5 and 7. and the new claims 24. 25. and 26 of the present patent 

application distinguishes over Wada's patent. 

One of ordinary skill in art knows that Applicant's invention distinguish over M^da's 

invention, since the following; 

ri^^da*s first texture (first pUs^ is formed on the uupcr su rface of the first GaN lavcr 3 . Wada 
et al clearly indicate in their claims 1, 2, 3, 4, 5, and 6 tiiat ^ Tormiog g first GaiN layer having a 
Plurality of pits at an upper surface of the first GaN lavcn" 

Tlie applicant's texture Ls directly formed on the base substrate 1 . Applicant clearly 
indicates in claim \ tliat "A semiconduetor device, comprising a substrate with texture on the 
top surface nf soid substrate.^ 



(2)Wada'a second texture Csecond pits) Ls formed on the upper surface of the second GaN layer 
g. The second GaN layer 5 is grovm on first GaN layer 3 and docs not including an active laye r. 
Actually Wada did not claim second pits in their claims. 

Applicant*s second texture is formed on the first epitaxial layer which including a first active 
layer. Applicant clearly indicates in new claim 24 that * *Thc semiconductor device nf c laim 1, 
further comprises a second texture formed on the top of said epitaxial laven** 

ffltfaere is only one active layer in Wada*s patent (see FIQ 7 of Wfeida's patent). Actually Wada did 
not claim the active layer in then* claims. 

There are two active layers emitting two lights nf different wavelengths in applicant's 
patent application. Applicant clearly indicates in new claim 25 that "The semiconductor device of 
claim 24^ further comprKes a second epitaxial layer grown on the top of said second teacture 
and comprising a second active layer." 
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The followings are the applicants* response to the OA. 

It was said in tiie 05ice Action Summary Oiereafter called it OA) that "Wada discloses a light 
emitting semiconductor device (PlGs. 1-7, especially FlQs IB and 7; also sets col. 2, lines 41-52), 
comprising: a first and a second textured layers 3 and 5 on a substrate 1; a biifTcr layer 2; 
and epitaxial laver/active lavcr 19-24 formed on the textured layer S " 

This statement of the OA describes * *a first and a second textured layers 3 and 5 on a 
substrate 1" . Comparing with Wada's claims and specification, die above smienifint of the OA is 
not exactly what Wada et al disclose and claim. 

Wada et al clearly indicate in the specification that ' "a CaN buffer laver 2 formed on the base 
substrate U a first GaN lavcr 3 being formed on the GaN buffer laverZ and having a 
plurality of pits 3b at its nnner surface" and in the claims 1, 2, 3. 4. 5» and 6 that "(a^ forming a 
first G:iN laver having a plurality of nits at an upper surface of the first GaN layer," 

Therefore the first texture (pita) of Wada*9 invention is not formed on a base substrate. 
Hie texmre of applicant's invendon is formed on a base substrate^ 

(2)Theae novel physical striictur^ of die ampnHprf plnimg l 6. and 8> the origin al claims 2 to 5 
and 7, and the jiew claiTns 24. 25. and 26 of the present patent application produce new and 
unexpected results and hence are unobvious and patentable over Wada's patent. 

This different in structure makes big different in production process and cost; for 
con:q)aring applicant's invention with Wada^s invention^ only consider semiconductor device with 
one active layer, since Wada's invention has only one active layer. One of ordinary skill in the art 
knows tliat a semiconductor device with two active layers is a significantly different subject matter 
from that with one active layer. 

The process for manufacturing Wada's device is the following (for detail, please see die 
quotation for the FIQ 1 of Wada*s patent above): 

1 . Growing biiffer layer 2 and first GaN layer 3 on the substrate in MOVPE equipment; 

2. taking the substrate with buffer laver 2 and first GaN laver 3 on It out of MOCVP 
equipments forming a Si 02 layer on the first GaN layer in plasma CVD equipment; 

3 . plurality of openings patteiucd by photolithognqjhy is foiroed on the Si02 layer 4; 

4. the Si02 film 4 is etched by RlE dry etching 

5. phnality of portions of die first GaN layer 3 eTq^osed through the phiiality of opening 4a of the 
Si02 film 4 arc etched to a depth of 1 um by die ECR(eieictron cyclotron resonance) etching; 

6. the Si02 film 4 is removed 

7. placing the substrate into MOVPE equipment aeain. a second GaN layer 5 is grown over 
the first GaN layer at a growdi temp 1080 degree C. 

The process for manufacturing applicant's device is the following: 

1 . etching well texture on die substrate 

2. place the substrate into MOVFE equipment and grow buffer layer, and other epitaxial layers. 

Now it is obvious that the new and unexpected results of appUcani's invention over Wada's 
Invention are the following. 
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For semiconductor device having one artive lavcr; in applicant's invention, ilifi substrate is 
placed into MOVPE once until Ae growth of the semiconductor device's epitaxial layer 
convicted. In Wada'a invention the substrate is placed into MOVPE twice. One of ordinary skill 
knows that Wada's process is more complex, costly* easy to be contaminated, and the first GaN 
layer 3 is easy to be damaged by the processes of texturing the first GaN layer thereon. 

For semiconductor devise having two active layers; in applicant*s invention, there are two 
active layers and thus may emit white liglit or desired color light by combmation of two different 
wavelength lights. In Wada's invention, there is only one active layer, and thus only emit a smgle 
wavelength light. 

It is the differences in detail structures of semiconductor device with texture and different 
number of active layers that distittffuish anoii ctuUs over Wada. 

Applicants* semiconductor devices dierefore are vastly superior to that of Wada et al. The 
novel features of applicants' LEDs which effect tbeso differences are, as stated, clearly recited in 
the amended claims 1, 6, and 8, and the original claims 2 to 5 and 7, and new claims 24 to 26. 

Ouotc of the OA; 

"Regarding claim 1 1 » at least layer 7 is readable as the recited second buffer layer " 
Rosnonse: 

Even if Wada *s layer 7 is readable as the recited second buffer layer, there are still significant 
differences between Wada and apphcant as the following: there is no active layer inbetween 
Wada's first and second buffer layer, bo^ Wada's first and second texttures and first and second 
buffer layer. There is tlie first active layer inbetween Applicant's first and second buffer layer. 

Therefore applicant's invention is distinct over Wada's invention. 

Brief: 

Thus the specification, the amended claims 1, 6, and 8. and original dependent claims 2 to 5 
and 7, and new claims 24 to 26 of the present patent appKcation clearly and strontriv distin^uisfi 
aver Wada^s patent in novel physical structures, manufacturini! nroce &B and cost^ and produce 
new and unexpected results and hence are unobviaus aiul aatentahl& 

Accordingly the appKeants submit that the soecification and claims do comply with 35 
use 102 and therefore request withdrawal of the retection. 

Pages of the OA 

Conclusion 

Ouotc of the OA; 

'^The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Reference B-1 are cited for being related to a substrate for lateral-epitaxial growth of 
active layer thereon.'* 
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Response! 

M shown above, applicant invention is cleariv and siron&lv distinguish over Wada's patenu 
It is not cleai what are '^Reference B-F. For avoiding unnecessaiy delay in prosecution of the 
instant application, it is assumed in this amembneni A, that the OA intended to use lefenmces cited 
in "Notice of reference cited" as a combmation to reject applicant*s invention under 35 USC 103. 
therefdre applicant responses to the OA for those leferences ass the following. 



under 35 USC 103 

The OA references additional 8 of US patents m the "Notice of References Cited". 

Although the OA did not en^loy the 35USC 103 to reject the applicant's hiveniion by 
combining the references cited in the '^Notice of References Cited", applicant would like to state 
the following reasons why the distinctions of the appUcani*s invention were over Wada*s patent in 
view of ofher references cited in '"Notice of References Cited", 

(1) Wada et al and other reference Do Not Contain Any J uatilicatjon to Sunnnrt Their 
Combination* 

With regard to the combinatioA of Wada and otier references, it is well known that in 
Older for any prior art references themselves to be validly combined for use in a prior art 35 
USC 103 rejection, the references them;selye$ (or some other prior art) must sugfifist that 
they be combined. For exan^le, as was stated in In re Scmaker. 217 U,S,P.Q. 1, 6 
(C.A,F.ai9S3): 

'Trior art references in combination do not raalce an invention obvious unless something 
in the prior art references would suggest the advantages to be derived from combining 

their teachings." 

That the suggestion to combme the references should not come from appUcants was 
forcefully stated in Orthopedic Equipment Co. y. United States, 217 U.SJ.Q 193, 199 
(C.A.F.C 1983): 

'Ht was wrong to use the patent in suit [here the patent apphcation] as a guide through 
the maze of prior art references, combining the right references in the right way to 
achieve the resuh of the claims in suit [here the cbims pendhig]. Monday morning 

quarterbacking is quite improper when rMolvlng tbc question of non-obviousness in a 

court of law [here the PTO]." 

As was funiMT stated in Unimval Inc. v. Rudkin-Wilev Corp^ 5 U.S.RQ:2d 1434 
(C.A.RC 19S8): 

" Something in the prior art must suggest the desirabihty and thus ttie obviousness 

of making the combination." 

In hne with this decisions* recency the Board stated m Eic parte Levengood. 2S 
U.SJ».Q.2d 1300 (P.T.O.B.A.&T, 1993): 

" In order to establish a prima facie case of obviousness, it is necessary for the examiner 
to present evidence, preferably in the forai of some teaching, suggestion, incentive or 
inference in the applied prior art, or in die form of generally available knowledge, diat one 
having ordinary skill in the art would have been led to combine the relevant teaching of ihc 
applied references in the proposed manner to amve at the claimed invention. . ..Our reviewing 



PAGE 17/19 ' RCVD AT 3/1S/2005 6:34:40 PM [Eastern Standi 



HAR-18-2005 FRI 03:43 PM CHIRON CORP 



FAX NO, 5109233360 



P. 



Ap plication Number: 1 0/723,046 fPene et 3 IA Art Unit 2R 1 1 Amendment contmiied 17 of 18 

courts have often advised the Patent and Trademark Office that it can satisfy the burden of 
establishing a prima facie case of obviousness only by showing some objective teaching in 
either the prior art, or laiowledge generally available to one of ordinary skill in the art, that 
* would lead' that individual 'to combine the relevant teachings of the itferences.' ... 
Accordingly, an examiner cannot estabhsb obviousness by locating references which descnbc 
various aspects of a patent applicant's invention without also providing the evidence of the 
motivation force which would hnpel one skilled in the art no do what the patent applicant has 
done." 

Li the present case, there is no reason to support the possible combination of Wada and odier 
references under 35 USC 103. 

Therefore possible combming Wada and other references as a basis of the rejection under 35 
USC 103 was not legally justified and was therefore improper. 

Applicants respectfully request, if the claims were rejected upon any combination of 
references, that the Examiner include a explanation, in accordance with M-PJ^-P. section 706.02- 
Ex narte Claop, 27 U.S J,Q. 972 (P.O^JV. 1985), and Ex narte Lcvegood, supra, a "factual 
basis to support his conclusion that would have been obvious" to make the combination. 

(2) Even if Wada and other references were to be combined, the possib le combination would 
not show the novel phv^sical struc ture of aoplicant^s invention. 

However even if the combination of Wada and otl^er references were legally justified, the 
applicant's iuvention would still have novel and unobvious physical structure over tlie possible 
coiribmation, see the following comparison chart 





Applicant 


Wada 


Asai 


Sunakawa 


texuire on subsvate 


yes 


no 


yes 


no 


texnire on GaN layer . 


no 


yea 


no 


yes 


shape of texture 


well 


cylindrical 


strip 


well 


# of textured layers 


2 


2 


1 


2 


^ of acdve layers 


1 


1 


1 


1 



One of ordinary skOl knows ^ t jhese novel physica l structures of applicant's invention 
prodpce new and unexpected results and thus are nnohvi ous and patentable merit under 
section 35 USC 103 over those references. 

Applicants' invention is vasdy superior to diat of either Wada et al or any possible 
combination of Wada and other references. 

Brief; 
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Thus applicants submit that the applicant's inveution clearly recite novel physical subject 
matters including physical structures, which distinguish over any pos sible eombination of Wada 
and other references, and prtiduce new and unexttectcd resu lts and hence are unobvious and 
paten toble over anv combinatinn of Vfada^s and o ther patents under section 35 USC 103^ 



CONCLUSION 



For all the above reasons, applicants submit that ihe specification and claims are now in 
proper form, and that the claims all define patentable over the prior art. Therefore applicant 
submits that ihis application is now in condition for allowance, which action they respectfully 
soHcit. 



gonditional Request for Constrnctivc Assistanc 



Apphcants have amended the sisecification and claims of this application so tiiat they are 
proper, definite, and define novel structure, which is also unobvious.' If, for any reason this 
application is not believed to be in M\ conditions for allowance, applicants respectfully request 
the constmcdve assistance and suggestions of the Examiner pursuant to M.P.E,P. Section 2173.02 
and section 2173.07G) in order diat die undersigned can place this application in allowable 
condition as soon as possible and wifliout the need of fnrdier proceedings- 



Very respectfully 
HuiPeug 



^Applicants Pro Se_ 



35964 Vivian Place 
Fremont, CA 94536 
Phone: (510)794-9953 



Certificaie of Mailing. I certify that, on the date below, this conrespondence will be deposited with 
toe United State Postal Service by First Class Mail, postage prepaid, in an envelop addressed to 
"Box Non^Fee Amendments, Commissioner for Patents, P. O. Box 1450, Alexandria, VA 
22313-1450'\ and faxed to 703-872-9306. 

Date- March 18 /Feb. 20 .2005 



Inventor's signature: 
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